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DutyofDIsdosurc 

Agency: Patent and Ttademarlc Office. Conuneiw 
Action: NoUce of final nilomaHng. j 
Summary: The Patent and Trademaric Off«f 
ine the viles of practice in patent cases to (1) cUfity the duV ol 
disckKureforinfonnMionr«,ui«dtotesutallJ^^^ 
(2) provide flexible Unw limits for submitung 
closure sutements including Uie requirement for a fee inccifaui 
c^-(3)elirninateconsideraaonofdutyofdiscIosurciMU 
SeOfftoe except in discipUnaiy and intcrf««ice PI^^ 
and under other limited circumstances; and (4) elimmatc Uw 
striking of patent applications which are unjnoperiy . 
Sficc^ttherkLendingthePatentandTtademaAO^^ 
Code of Professional Responsibility to define as ""s^durt a 
failure to comply with flw wles on duty of discKwure. The rul« 
u adopted st&e a balance between the tK»l of theOffree o 
^nkndconsider all known relevant lnformaUonp«ta.<un^ 
paStUbUiiybefoieapatenlUgtantedarKJthedcsta^^ 
Eire unnecessaty complications in the enfoicement of 

cations and reexamination proceedings pending or filed 
after the effective date. ~ , c v.- 

ForFurtherlnfonnafionCoMCI:Bylcicpho^a^ 
HoiB(703-305-90M)orJ.Michaemesi(703-305-93M)o^^ 
maU addressed to Commissloner pf Patents and Trademarks, 
Washington. D.C 20231.andmaiked toUie attention of Charics 

P«ent and Trademaric Office mcMCazetUAXmoa.^ 
PaLOff. 12(April4, l989),waswithdrawn.On Augusta, 1991, 
S^a?«pyshed'inthef.rf.;.j.^fe«b«r.n^ 
rulemaking relating to duty of 

noUce was also published in the Officml CaztlU. 1129 Off. 
Pat. Off. 52 (August 27. 1991). Sixty wnttoi comrnents 
^ived in .^poSse to the notice of proposed nilemaktng. 
r,JSb^lleSng w^d on Octcber 8. 1 99 • - Eleven "d-v.^"" 
als offend oral comments at the heanng. The sixty wntier 



dugr to disclose to the Office all «*'"°^°iVi^]?^ "1^^ 



Ml. This rule does not attempt.w oennc uie 
f SfSrfiaualJwt would lack the candor and good faith 
indeaungwiththeOffice which is expected ofindividuals who 
aie associated with the filing or prosecution of a patent apphca- , 

""to 81J56(D,. jic piuase "or being made of rciwriSB been 
inserted to make it clear that infontiaUon is not maieiial to 
piSility within the meaning of 5 136 if it is cumulaUve to 
StherinformaUonalieadyof record in the applicationorcontem- 
poraneously being made of record by applicant. For example, 
5wie would be nobenefittotheOffice for appUcanttosubmitto 
(he Office 10 different documents having the same teaclimg 
simply because the information was not cumulative to the mfor- 

"^e"teJSf "5^1^^ been replaced by the term "esub- 
lishes-in§IJ6(bK!). In addition. thedefmiUonofaprtM^^ 
caseof unpatentability, as set out m the preamble of thenoUceof 
propo«^ wiemaking. has been incorporated Into Ae rule rtsdf. 

facie case Sf unpatentability f - cl^n. is^bhshi^d 
wteo the infotmaiion compels a conclusion that the claim Is 
unpatentable^^ the preponderance of evidence, b«rden-of- 

gWtag^Sh^ in the claim its broadtst ie«onable 
construction consistent with the specificauon, and 
before any consideration is given to evidence which 
may be submitted in an attempt to esublish a con 
tiaiy conclusion of patentebility. 

. f^im AlanHant mnfomlS tO tl.? Stat 



(3) 



comments ai mc nciuing. 

I copy of the transcript of the hearing are avail- 
abie fbr public inspection in theOm^oeofthe^^^ 
sloner fbr PalenlsVRoom 919. Ciystal Paric 11, 2121 Crystal 

Drive, Arlington, VA. „ 

Familiarity with the notice of proposed rulenukingis 
sumed. Changes in the text of the rules P"\''«»»' J"):,"™"^"' 
in the notice of proposed rulemaking are discussed. Comments 
received in writing and at the public hearing in response to the 
notice of proposed rulemaking are discusJted. 

The njlcs as adopted shall lake effect as to all 
applications and reexamination proceedings either pending or 
filed on or aficr the effective dale of these rules. Tlius, any 
infomialion disclosure stalenrent that is filed on or after that date 
mustcomply with the provisions of §§ 1 .97 and 1 .98 to be entiiled 
to consideration. 

Changes in Text: The final rules contain several change,'! to itic 
toil of the rules as proposed for commenl. Those changes are 
discussed below. 

.Sctllon t .! 7(iKI ) has been changed from the proposed lent to 
rolled ihe recent increase in the amount of the fee for filing a 
iviii ion from SI 20.00 to $130.00. 

G Section 1.56(a) has been clarified to indicate that the duty ol 
n individuiil lo disclose information is based on the knowledge 
r ihai individual that the information is material to patentability. 
> sentence has been added to §1 .56(a) to express the principle 
iIk Orncc does not condone the granting of a patent on an 
.ipplitMiion in connection with which fraud on Ihe Office was 
pratiiccd or aiicmpicrt or the duty of disclosure was violated 
ilir<iui!hbad fjilhor inlenlional misconduct. In addition, § 1 .56(a) 
propo.scd has been changed to indicate that if all information 
iiuierial lo pateniabiliiy of any claim issued in a patent iscited by 
Ihe Ofliec <ir submitted to the Office in the manner prescribed by 
55 1 .t7|hl-(d) and 1 .98, the Office will consider as satisfied the 



tiwy conclusion of patentebtUty. 
TTiis prima facii standaid conforms to tl.^ standard used \^tm 
examiner to determine whether a claim is pnma facie 

""s^f^''l!56(bX2) has been modified from the text of the 
proposed lule. The focus of this paragraph has been changed so 
that It now reUtes to information which either refutes, or is 
inconsistent with, a position that applicant takes m either 

(1 ) opposing an argument of unpatenUbility relied on 
by the Office, or 

(2) asserting an argument of patentability. 
Tliechangefrom the proposed rule niakes clear that information 
U materiti when H either refutes, or is inconsistent wiih. a 
position taken by applicant before «he Offia. 

Section 1.97(e) has been changed from the propcsed text to 
make it clear that a oeitification coujd contain cither of two 
EUtemenU One sutement is that each tlem of information in an 
infomation disclosure statement was cited in a search report 
from a patent office outside the U.S. not more than 
mior to the filing date of the sutement. Under this certification, 
Tv^ld not matter whether any individual with a duty actually 
knew about any of the information cit^ before "efJ'V'ng |he 
seareh report. In the alternative, the certification could stoW that 
M hem oY information contained in the information disclosure 
statement was cited in a communication from a foreign pateni 
office in a counterpart foreign application or, to the knowledge 
of the person signing the certification after making reasonable 
inquioVwas knownto any individual having a duty to disclose 
more than ihrec months prior to the filing of the sUlemenl. 

The changes to the text of § 1.97(e) as proposed place the 
appropriaic priority on getting relevant information to the Oil ce 
oromDllv with minimum burden to applicam. The text of the 
^rSSl '"^ been changed by adding the V^r^'ff^ 
maKnc reasonable inquiry" to make it clear that the individual 
making the certification has .i duly lo make reasonable inquiry 
reeardinc the facts thai are being certified. For example, if an 
inventor cave a puhlication to the practitioner prosecuting an 
WDTcai-ion « i'l. tl.c intent that it be cited to the Office, the 
p?a^clilioncr should inquire as to when that inventor became 
aware of the publication before submitting a certification under 
51 97{e)(ii) to the Office. . . 

A new paragraph (h) has been added to the text of proposed 
§ 1 .97. The piiiposc of new paragraph ( h) is to ensure that no one 
could constnii the mere filing of an information disc osure 
statement as .in admi.ision that the information cited n the 
statement is. or is considered to be, P"'""''''''y 
. defined in $ 1 ..'i6(b). It is in the best interest of the Office and the 

L public to peniiit and encourage individuals to cite infomalion to 
the Office without fear of making an admission against 
r 
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litigation when combined with information not known al tfie 
lime of the prosecudon to any person substantively involved in 
the preparation or prosecution of the applicstion. 
Reply: Paragraph (a) of 51^ maloes h clear that <he Office 
recognizes that the duty to disclose material infottnatjon is 
limited to such information which is known by an individual 
substantively involved in the preparation or prosecution of the 
application. Thus, while biformaUon may be material under the 
definilion of SI J6(bXl), there can be no duty to disclose the 
infoimation if it is material only in combinaUon with uidaiowm 
information. , ,^ 

- Comm«nf30.OnecommcntEUtedthatprop<)sed§1.56{b)shotiId 
be modified so that paiagmph (bXI) refers to information that 
Koiets a claim unpatentable Cbut fot^, paragraph (bK2) re- 
mains aspiopossed, and a paragraph (b)(3) is added to include the 
defmitlon of raateiiality as "the closest informaUon over which 
anypendingclaimpalenUblydefmes."Thiscommentsuggested 
that this modified definition would have the advan- tage of not 
lequiring the applicant to submit references which applicant 
knows are immaterial and to then engage in "straw man" argu- 
ments based on such refcrenc«i. • ,^ 
>J<p/y.- The suggested modification to § 1 .56hasnotbeefladoplcd. 
The suggested language would seemingly require information to 
be filed in each application, whether the infoimation is relevant 
or not, since the "closest informaUon" would be required. Sec- 
uon 1 .56 docs not require information which is not relevant to be 
submitted, but only infoimation which meets the definition of 
material as set out in the nile. 

Comment 31. One comment staled that if proposed 5 l.56(bXI) 
is prxMnulgaied, there would be no need forproposed §l.56(bX2) 
with regard to information which would makeaprima facie case 
of unpatenubllity and other information required by paragraph 
(bK2) might be obscure. Another comment argued that piin- 
graph (b)(2) was unnecessary, confusing and ambiguous and 
suggested changes in the language to make the requiremcntclear 
and less ambiguous. etn-sr-,^ 
Reply: The suggestion as to the language change to §U6(bKZ) 
has been adopted. The final rule language avoids the perceived 
problem of requiring an applicant to submit infotmation supfMil- 
ing a position taken by the examiner. It is not appropriate, 
however, to eliminate paragraph (bX2) because it is an essentia 
part of the definition of information material to patentability and 
will help to ensure that all material facts are brought to the 
attention of the examiner during the examinaUon process. 
Commem 32. One comment questioned the language of pro- 
posed § 1 .56(b)(2) as to how an applicant could consider a prior 
art reference as supporting a pbsition of unpatenubility taken by 
the Office while at the same time disputing that inteirretalioji. 
Reply: The language of § 1 .56(b)(2) has been modified to danfy 
that information is material to patenwbility if it refutes, or is 
inconsistent with, a position the applicant Ukes in (1) opposing 
an argumenl of unpatentability relied on by the Office, or (2) 
asserting an argument of patenubility. 
Commeni 33. One comment sUted that $ l,56(b)(2) was flawed 
in requiring a duly to conduct a file search to make sure that no 
information exists which even arguably contradicts a position 
taken or to be taken in response to the examiner, or which 
supports the examiner's position which may be improper. 
Reply: Seciion 1.56(b)(2) does not require a search of files. 
Under § 1 .56{i). the duly of disclosure is confined to that infor- 
mation which is known lo an individual to be material as defined 
in paragraph (b). 

Comment 3'! . One conimcni siaied that proposed § 1 .56(c) should 
be niodified so tliat Ihe duly of any individual designated as 
having a diuv of disclosure would terminate when such indi- 
vidual ceases' to be subsianiivcly involved in the preparation 
or prosecuiion of ihe applicalion. The commeni used, as an 
example, an invenlor who would not be aware of art cited by the 
examiner which would cause informalion known to the invenlor 
10 fall within ihe dcfinilion of materiality for the first time. 
Rcpt\: The suggestion in the comment is not adopted. The duly 
10 disclose informalion material to patenlability resls on the 
individuals designated in § 1 .56(c) until the applicalion issues as 
a patent or becomes abandoned. Paragraph (a) of § 1 .56 makes ii 
clear, however, that each individual has « duty lo disclose only 
informalion which is known lo that individual to be material. 
Conmicni M. One comment stated that proposed SI.56(cK3) 
should not include the assignee, or anyone lo whom there is ar 
obligation to assign the application, in Ihe clas 



have aduty to disclose material infoimation since Ihere might be 
« -tyitcb.-hunt" during liUgation to rwd ooe .employee with 
knowledge of, or possession of, infotmation that should have 
been disclosod. 

Reply: No modification to { 1 ,56(cX3) is needed sinoe 5 1,56 sets 
fbith dMt ooiy individuaU who are associated witii the filing and 
prosecution of a patent application have aduty of candor and 
good faith, including a duty to disclose to theOffioe all infomu- 
tion known to be material to patentability. 
Cbmmenr JtJ.Onecommentttated that proposed$1.56(d)sbould 
be revised to expressly altow an inventor to aatisly the duty by 
disclosing information to the practiUoner who prepares or pros- 
ecutes Ihe applicalion so that redundant informaUon disclosure 
statements will not be required fixjm both the inventor and the 
attorney or agenL 

Reply: The suggesUon in the comment is not •dopted since the 
du^ as described in $ 1J6 will be met as long as the infotmation 
in question was cited by the Otfioe or submitted lo llie OfTioe in 
tfaenuuner prescribed by §§l.97(b)-(d) anil 1.98 before issu- 
ance of the patent SlaienienU from both an inventor and the 



Comment 37. One conmient stated that proposed {{ I J2(c) and 
1.67(c) should be modified to either (1) expressly permit aher- 
ations to be made in an application subsequent lo Ihe signing of 
Ihe oatfi or declaration if a supplemenul oath or declaration is 
Uter submitted, or (2) more properiy, prohibit such alterations 
since if ahetations are desirable, they can be made and the 
appUcation can be filed with an unsigned oath or declaration. 
Another comment stated that willfully filling out false oaths 
should never be condoned. 

Reply: The Office docs not condone willfully filling out false 
oadis. Further. J 10J3(c)KI 1) indicates thattJieOfficeconsiders 



he class of those who 



filed an application containing a _ 

the signing of an accompanying oath or declaration without 
identifying thealteration-TheOffice will ootconsiderslriking an 
application in which an altcnUoo was made, but a supplemental 
oath or declaraUon is required to be filed in an an>lication 
conlaining alterations made after the signing of the oath or 
declatattofl. 

Comment 38. One comment stated that the implemenuiion of 
proposed §§ 1 .63(b)(3) and l.l75(aX7) allows for a two-month 
delay in die deadline for requiring declarations complying there- 

Reply: The averments in oath or declaration forms presently in 
use that comply with Ihe previous §1.63 or §1.175 will also 
comply with the requirements of the new rules. Therefore, the 
Office will continue to accept the old oath or declaraUon forms 
as complying with the new niles. 

Commeni 39. Five comments questioned Ihe need for the pro- 
posed rules since statistics show that information disclosure 
statements are submitted eariy in prosecutiofl and questioned 
what new service is being provided for the proposed fee in S 1 .97. 
Reply: The Office desires to continue to encourage informaUon 
to be submitted promptly so Out it can be considered by Uie 
examiner when the first Office action is prepared. Some people , 
have expressed a desire to have Ihe option of waiting lo submit 
informalion until after Ihe first Office action, without concern 
that they will be subject to a charge of inoquiuble conduct. 
Section 1.97(c), as amended, will provide this option to appli- 
cants in that informalion will be considered later than Uirec 
months after the filing dale of Uie application (5 1 .97(a) prior to 
amendment) without a showing of promptness (prior 5 1 .99). The 
fee will compensate Ihe Office for Ihe added expense caused by 
Ihe late submission of the informalion and will serve as a 
disincentive to Ihc inlentional withholding of information even 
for a short period of lime. 

Comment 40. Two comments suggested that proposed 
51.97(a) be modified so thai the mechanism of proposed 51.98 
would not be the only acceptable technique for submitting 
information. 

Reply: The Office has set forth the minimum rcquiremcnu for 
informalion lo be considered in § § 1 .97 and 1 .98. These nilc^ will 
provide certainly for the public of exactly what the requirements 
are, when the Office will consider information and when the 
Omce will not consider infonmation. Thus, applicants are pro- 
vided with means for complying with the duty of disclosure by 
following the rules. If information is submitted in a manner so 
that it is noi considered by the Office, applicant will assume Uie 



